DEC-21-2006 14:06 From: BFF LLP 



6503273231 



To:USPTO 



P.9'13 



REceiv 

CENTRALFAX 

DEC 2 1 



KS 



In view of the following remarks, the B&rftirilr 
8, 10, 11, 13, 14 and 16-20, the only claimsjpin lir 
application following entry of the above amendnr e 



» 

Claim 1 has been amended to incorpoi 
Consequently, Claim 2 has been cancelled 
to clarify the claim language. Support for thfed 
the specification and claims as originally filekJ 
added. As no new matter has be6n added byf 
the Examiner is respectfully requested. 



ti y 



the elements recited in Claim 2. 
: aim! 3, 4, 6 and 17 have been amended 
jm sndments may be found throughout 
fi co frrdingly, no new matter has been 
irf this amendment, entry thereof by 



w*y! 



kid 



As an initial matter the Examiner is tftai 
conducted on December 15,' 2006; during Whlflvimer/iew 
claims were discussed. 



Claim Rejections - 35 U.SJC. 



§ 1 12; second paragraph 



ti ui 



Claims 4, 6 and 17 have been rejecte 
as being indefinite for failing to particularly 
matter which the Applicant regards as the iriv#if o*i . 



Claims 4, 6 and 17 have been amende* 
amendments to Claims 4, 6 and 17 this rejefctiDr 

Claim Rejection* - 



Claims 1,2, 5-8, 10, 11, 13 and 14-20 
102(b) as allegedly being anticipated by Yarfn 
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. I; 



Atty Dkt. No.: YAMA-009 
USSN: 10/759,788 



is requested to allow Claims 1, 3- 
iand under examination in this 

If 



or the telephonic interview 

the present rejections of the 



dj >f 35 U.S.C. 112, second paragraph, 
poi$t[6uf and distinctly claim the subject 



Accordingly, in view of the 
be withdrawn. 

a § 102 

jpeen rejected under 35 U.S.C. § 
>,549,729). 
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ant c iafed 



According to the M.P.E.P. a claim is a 
as set forth in the claim is found, either expresil} 
prior art reference. Additionally, the identical inv i 
detail as is contained in the claim. See M.PiE i P 



Claim 1 is directed to a pesticide conipo si kw 



Claim 1 is a non-naturally occurring pesticide. 

i j 

i! i 
The Office asserts that Yamashita 729 

dependent thereon. The Office asserts thatfthj 

pesticides. In support of this assertion the Off! x 

Bacillus thuringiensis recited in Example 9 oif \e 

contends that Bacillus thuringiensis is a natiira ly 

because Bacillus thuringiensis is naturally o<bc ri h 

non-naturally occurring pesticide afe recited h « >li mix 

because the 729 patent does not teach every »lfm iht 

anticipate the claimed invention. Consequent! [ 

requests the 35 U.S.C. § 102(b) rejection of iC i 

withdrawn. 



Claims 1-8, 10, 11, 13, 14 and 16-20 
103(a) as allegedly being obvious over Sumfn 
(5,549729). 



According to the M.P.E.P. §706.02 (j), 
obviousness, three basic criteria must be met. 



Ftel 



fismblish a prima facie case of 

there must be some suggestion or 
■iijjfhe knowledge generally available 
or to combine reference 
teachings. Second, there must be a reasonab^ Expectation of success. Finally, the 



motivation, either in the references themselves o • 

i t 

to one of ordinary skill in the art, to modify trce * 



ie erence 



Page|(9pf j 
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only if each and every element 
off Inherently described, in a single 
ir& 6r\ must be shown in as complete 
!131. 
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. An element of the composition of 



rfficfpbtes Claim 1 and the claims 
patent discloses entopathogenic 
pj ints to the Gram-positive bacteria 
Ti !9 patent. The Applicant however, 
be barring bacterium. Accordingly, 
g I the 729 patent does not teach a 
1 as amended. Therefore, 
of the rejected claims it fails to 
hdApplicant therefore respectfully 
ifisl i:, 2, 6-8, 10, 11, 13 and 14-20 be 



to#en rejected under 35 U.S.C. § 
(36514,516) in view of Yamashita 
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prior art reference (or references when combi 
limitations. 

Claim 1 is directed to a pesticide corrjfcM jsi 
occurring pesticide, a carbon-skeleton energy 
mfcronutrient and a vitamin/cofactor component 



r 



The Office asserts that Summers displDsep 
composition. The Office acknowledges thatjSi 
composition that also includes a carbon-skete&i 
micronutrient and a vitamin/cofactor compo^ejjjt 
'729 patent to remedy the deficiencies of Sujmm* 



nematocidal and fungicidal 
n t*ps does not teach a pesticide 
ertergy component, a macronutrient, a 
£ordingly, the Office relies upon the 



The Applicant, however, respectfully dis 
cannot be combined with the; 729 patent bees 
references in the manner suggested. 



As a motivation to combine the referefn 
discloses the use of a soil amendment for nirrw 
contends that the Office is mischaracterizing " J 



In support of its assertion the Office di 




&gar > 



disclosed in the 729 patent, Example 10 is ao 
effects of nematodes. Rather, Example 10 fe 
vegetative growth produced by contacting s ^ 
soil amendment. Although the sugar beets in| 
nematodes, the disclosed composition is in pi 
the nematodes present in the soil. Rather, th 
solely In terms of its ability to; enhance vegefeti 
tomatoes. Accordingly, contrary to the assertion 
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) r lust teach or suggest all the claim 



that includes a noonaturally 
fenent, a macronutrient, a 



rees and contends that Summers 



tare is no motivation to combine the 



tl 1 9 : Office asserts that the 729 patent 
$>c I control. However, the Applicant 
729 patent. 



pe Applicant to Example 10. As 
jfed to controlling the adverse 
rfceted to describing the effects on 



eets and tomatoes with the disclosed 
inrlatoes are grown in soil that includes 



effect 
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escribed as having any effect on 
of the composition is described 
DWth of the sugar beets and 
the Offioe, the 729 patent does not 



12 
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disclose a soil amendment for the control of n 



n atodes 



r ei 



Therefore, in view of the above, the cto 
proposition for which it was cited by the Offi 
reference does not stand for the proposition! f<5- til 



to isequently, because the cited 
rhfph it was cited by the Office, there is 



no motivation to combine the references in their tai 



facie case of obviousness has not been estabj 
combine the references in the manner suggfe 
respectfully request that the 35 U.S,C, § 103( 
and 16-20 be withdrawn. ? 
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ted because there is no motivation to 

Accordingly, the Applicants 
ej< ction of Claims 1-8, 10, 11, 13, 14 
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jrence does not stand for the 



'HI 



er suggested. Hence, a prima 
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The Applicant submits that all of the el 
action is requested. If the Examiner finds trial 
the prosecution of this application, 
provided. 



please tejleph im 



The Commissioner is hereby authorize c 
associated with this communication, includi 
time, or credit any overpayment to Deposit A 
009. 



Date: a til L£k 



Date: 
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BOZICEVIC, FIELD & FRANCIS LLP 
1900 University Avenue, Suite 200 
East Palo Alto, California 94303 
Telephone: (650)327-3400 
Facsimile: (650)327-3231 
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F espectfully submitted, 

E OZ1CEVIC, FIELD & FRANCIS LLP 
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lire in condition for allowance, which 
ephone conference would expedite 
the undersigned at the number 



to charge any underpayment of fees 
any necessary fees for extensions of 
iim No. 50-0815, order number YAMA- 



am 



Jar^fes S, Nolan 
Registration No. 53,393 



Bret E. Field 
Registration No. 37,620 
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